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In an Office Action dated August 20, 2014, the Examining Attorney issued a Final Refusal of the referenced
application on the basis that under Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1) the subject mark
is merely descriptive of a characteristic of applicant’s goods. The goods in question are knives, and more
particularly, as shown in Exhibit A, applicant’s knife sold under the STARTER mark is an all-steel folding
pocket knife with assisted opening for fast one-handed opening.
 
Applicant respectfully requests reconsideration of the refusal as applicant believes that the evidence does
not support a finding of descriptiveness when considered in connection with the relevant goods.
 
Applicant acknowledges that “starter” is an adjective that may be used “ to describe something small or
basic that you get when you are doing something for the first time,” as noted in the dictionary definition
relied on by the Examining Attorney.  The term “starter” is commonly applied to an object designed for use
by a child or inexperienced adult, and the term “starter” is often a synonym for “beginner.” The spectrum
of objects that “starter” could be applied to is virtually unlimited. e.g., starter golf clubs, starter cookware,
starter painting sets, etc.
 
The Examining Attorney’s evidence shows descriptive use of “starter” in connection with knives in various
contexts, none of which are relevant to applicant’s knife in question.   For example, the Examining
Attorney’s evidence refers to many uses of a “starter set” of knives, which is understood by the consuming
public to refer to a beginning knife set.  More particularly, in this context, “starter set” indicates that the set
is not a complete set of chef’s knives, but rather one that is composed of the three most basic chef’s
knives that are a beginning or “start” to eventually collecting a full set of chef’s knives.  There is no such
connotation with applicant’s use of “STARTER” in connection with the folding knife with assisted opening
shown in Exhibit A. 
 
Reference in the evidence to a “dessert/starter” knife presumably refers to a knife one might use on a
“starter” or “dessert” course of a meal.  Use of a knife for a “starter” or first course of a meal does not
support a finding that STARTER is descriptive of applicant’s folding pocket knife, and in fact, shows that the
term “starter” can have different meanings even with respect to various knives.
 
The Examining Attorney’s attachments also include comments from people on a woodworking forum talking
about “WTB-Starter” knives for use in machines that cut wooden molding.  Applicant could not determine
what the “WTB-Starter” means but in that context, the use of the term “knife” appears to be a term-of-art
for cutting blades inserted into molding machines to create different types of molding.  It is not apparent
whether WTB-Starter is a brand name or whether it refers to a starter set of cutting blades for a
woodworking machine.
 



The Examining Attorney also notes use of the term “starter knife” to refer to a knife that would be
appropriate for a child or first time knife owner.  With regard to such comments by Pete Kershaw,
applicant’s intent in indicating to the Examiner that the website located at www.thekershawstore.com was
simply to point out that this descriptive use to refer to an appropriate knife for a child does not describe
applicant’s goods.   To the extent the Examiner is implying that the comments by Pete Kershaw of what
would constitute an appropriate knife for a child is an admission by applicant that the knife shown in Exhibit
A is designed for children, applicant disagrees and believes such an inference is inappropriate.
 
Furthermore, just because “starter” or “starter set” can be used to describe certain types of knives or knife
sets, this does not mean that all use of STARTER in connection with a knife is descriptive.  The significance
of the mark should be considered in connect with the goods.  There is nothing about the style, type, features
or marketing of applicant’s STARTER knife, as shown in Exhibit A, that suggests to a consumer that it is
well suited for a child’s first knife or that it is a “beginning” knife for anyone.   In fact, an all-steel folding
knife with assisted opening and a black wash finish with aggressive styling would appear to consumers to
be a knife for an adult and just one of many that a knife aficionado may wish to add to his or her collection.
 
The Examining Attorney places great emphasis on the price point and refers to a third party website located
at www.budk.com and a third party review of applicant’s STARTER knife on YouTube.   Applicant
respectfully submits that both of these pieces of evidence support registration.  The offer for sale at
www.budk.com uses STARTER as a brand and describes the knife as having a “razor sharp” blade and
“lightning fast” blade deployment.   These features would actually suggest that the knife is not a good knife
for a novice, and nothing in the presentation or description of the knife suggests that it is the type of knife
designed to be well-suited as a beginning knife. 
 
With regard to the YouTube video, the reviewer, in discussing the price point, indicates that the STARTER is
one of three new knives from applicant at this price point, including the LIFTER and MANIFOLD.  The
reviewer also notes that the STARTER knife and presumably the other knives at this price point are good
options for knife collectors and knife enthusiasts who may want a “beater” knife to throw around the garden
or the garage.  Applicant therefore respectfully submits that a low price point does not, in itself, render the
term descriptive of applicant’s knife. Applicant further notes that many models of applicant’s various
product lines are smaller than the STARTER and priced at a similar price point, as borne out by the
Examiner’s own evidence.   Attached as Exhibit B are screen captures from the Kershaw website showing
the dimensions of the STARTER knife along with just a few of the Kershaw knives that are smaller than the
STARTER.  
 
As correctly noted by the Examining Attorney, “descriptiveness is considered in relation to the relevant
goods and/or services,” and the question is “whether someone who knows what the goods are will
understand the mark to convey information about them.”   The evidence of record demonstrates
unequivocally that consumers, knowing what the goods are, will not understand STARTER to describe a
feature of the goods.  Applicant did not design its STARTER knife to embody any features that would give
rise to the notion that the name is descriptive of any characteristic or function or purpose of the knife, nor is
the product marketed as such.  It is a large, very sharp, highly stylized folding knife with an assisted quick
opening mechanism.  Nothing about the appearance or features of the knife suggests that it is designed for
or well suited to be a beginning knife.  Therefore, while “starter knives” and “starter sets” of knives may
exist, applicant’s product is not such a knife and would not be perceived by consumers as such. Rather,
consumers will perceive STARTER as a brand of applicant’s knives, similar to the LIFTER and MANIFOLD
knives at a similar price point.
 
Applicant believes the application is now in condition for allowance and requests that it be approved for
publication. If questions remain, the Examining Attorney is invited to contact Applicant’s counsel, Lorraine
Linford, by email at LorraineL.Docketing@SeedIP.com or by telephone at (206) 622-4900.
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In response to the substantive refusal(s), please note the following:

In an Office Action dated August 20, 2014, the Examining Attorney issued a Final Refusal of the referenced
application on the basis that under Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1) the subject mark is
merely descriptive of a characteristic of applicant’s goods. The goods in question are knives, and more
particularly, as shown in Exhibit A, applicant’s knife sold under the STARTER mark is an all-steel folding
pocket knife with assisted opening for fast one-handed opening.
 
Applicant respectfully requests reconsideration of the refusal as applicant believes that the evidence does not
support a finding of descriptiveness when considered in connection with the relevant goods.
 
Applicant acknowledges that “starter” is an adjective that may be used “ to describe something small or basic
that you get when you are doing something for the first time,” as noted in the dictionary definition relied on by
the Examining Attorney.  The term “starter” is commonly applied to an object designed for use by a child or
inexperienced adult, and the term “starter” is often a synonym for “beginner.” The spectrum of objects that
“starter” could be applied to is virtually unlimited. e.g., starter golf clubs, starter cookware, starter painting
sets, etc.
 
The Examining Attorney’s evidence shows descriptive use of “starter” in connection with knives in various
contexts, none of which are relevant to applicant’s knife in question.   For example, the Examining Attorney’s
evidence refers to many uses of a “starter set” of knives, which is understood by the consuming public to
refer to a beginning knife set.  More particularly, in this context, “starter set” indicates that the set is not a
complete set of chef’s knives, but rather one that is composed of the three most basic chef’s knives that are
a beginning or “start” to eventually collecting a full set of chef’s knives.  There is no such connotation with
applicant’s use of “STARTER” in connection with the folding knife with assisted opening shown in Exhibit A.  
 
Reference in the evidence to a “dessert/starter” knife presumably refers to a knife one might use on a
“starter” or “dessert” course of a meal.  Use of a knife for a “starter” or first course of a meal does not
support a finding that STARTER is descriptive of applicant’s folding pocket knife, and in fact, shows that the
term “starter” can have different meanings even with respect to various knives.
 
The Examining Attorney’s attachments also include comments from people on a woodworking forum talking
about “WTB-Starter” knives for use in machines that cut wooden molding.  Applicant could not determine
what the “WTB-Starter” means but in that context, the use of the term “knife” appears to be a term-of-art for
cutting blades inserted into molding machines to create different types of molding.  It is not apparent whether
WTB-Starter is a brand name or whether it refers to a starter set of cutting blades for a woodworking machine.
 
The Examining Attorney also notes use of the term “starter knife” to refer to a knife that would be appropriate
for a child or first time knife owner.  With regard to such comments by Pete Kershaw, applicant’s intent in
indicating to the Examiner that the website located at www.thekershawstore.com was simply to point out that
this descriptive use to refer to an appropriate knife for a child does not describe applicant’s goods.   To the
extent the Examiner is implying that the comments by Pete Kershaw of what would constitute an appropriate
knife for a child is an admission by applicant that the knife shown in Exhibit A is designed for children,
applicant disagrees and believes such an inference is inappropriate.
 
Furthermore, just because “starter” or “starter set” can be used to describe certain types of knives or knife
sets, this does not mean that all use of STARTER in connection with a knife is descriptive.  The significance of
the mark should be considered in connect with the goods.  There is nothing about the style, type, features or
marketing of applicant’s STARTER knife, as shown in Exhibit A, that suggests to a consumer that it is well
suited for a child’s first knife or that it is a “beginning” knife for anyone.   In fact, an all-steel folding knife with
assisted opening and a black wash finish with aggressive styling would appear to consumers to be a knife for
an adult and just one of many that a knife aficionado may wish to add to his or her collection.
 
The Examining Attorney places great emphasis on the price point and refers to a third party website located at
www.budk.com and a third party review of applicant’s STARTER knife on YouTube.   Applicant respectfully
submits that both of these pieces of evidence support registration.  The offer for sale at www.budk.com uses
STARTER as a brand and describes the knife as having a “razor sharp” blade and “lightning fast” blade
deployment.  These features would actually suggest that the knife is not a good knife for a novice, and nothing
in the presentation or description of the knife suggests that it is the type of knife designed to be well-suited as



a beginning knife. 
 
With regard to the YouTube video, the reviewer, in discussing the price point, indicates that the STARTER is
one of three new knives from applicant at this price point, including the LIFTER and MANIFOLD.  The reviewer
also notes that the STARTER knife and presumably the other knives at this price point are good options for
knife collectors and knife enthusiasts who may want a “beater” knife to throw around the garden or the
garage.  Applicant therefore respectfully submits that a low price point does not, in itself, render the term
descriptive of applicant’s knife. Applicant further notes that many models of applicant’s various product lines
are smaller than the STARTER and priced at a similar price point, as borne out by the Examiner’s own
evidence.  Attached as Exhibit B are screen captures from the Kershaw website showing the dimensions of
the STARTER knife along with just a few of the Kershaw knives that are smaller than the STARTER.  
 
As correctly noted by the Examining Attorney, “descriptiveness is considered in relation to the relevant goods
and/or services,” and the question is “whether someone who knows what the goods are will understand the
mark to convey information about them.”   The evidence of record demonstrates unequivocally that
consumers, knowing what the goods are, will not understand STARTER to describe a feature of the goods. 
Applicant did not design its STARTER knife to embody any features that would give rise to the notion that the
name is descriptive of any characteristic or function or purpose of the knife, nor is the product marketed as
such.  It is a large, very sharp, highly stylized folding knife with an assisted quick opening mechanism. 
Nothing about the appearance or features of the knife suggests that it is designed for or well suited to be a
beginning knife.  Therefore, while “starter knives” and “starter sets” of knives may exist, applicant’s product
is not such a knife and would not be perceived by consumers as such. Rather, consumers will perceive
STARTER as a brand of applicant’s knives, similar to the LIFTER and MANIFOLD knives at a similar price
point.
 
Applicant believes the application is now in condition for allowance and requests that it be approved for
publication. If questions remain, the Examining Attorney is invited to contact Applicant’s counsel, Lorraine
Linford, by email at LorraineL.Docketing@SeedIP.com or by telephone at (206) 622-4900.
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Original PDF file:
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Original PDF file:
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Evidence-1
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Signatory's Position: Attorney for Applicant, Washington State Bar Member

Signatory's Phone Number: 206-622-4900

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
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the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is not filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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